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DETAILED ACTION 
Response to Amendment 

In response to applicant's amendment received 5/2/06, all requested changes 
have been entered. 

Response to Arguments 

Applicant's arguments filed 5/2/06 have been fully considered but they are not 
persuasive. The argument is that the applicant's invention is different from the Shima et 
al invention because the applicant's invention comprises a controller that is separate 
from the printer. Item 7 of Fig. 2 of Shima et al is a print controller for Shima et al's 
invention. This controller 7 is clearly separated from the print engine portion 1 1 of the 
printer, even though both the controller 7 and the print engine 1 1 are housed together. 
Nevertheless, Shima et al also discloses in column 14, lines 58-65 that a similar system 
can be created with a control in a print server, which is what the applicant's invention is 
doing. Please see the rejection below for more detail. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shail be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

I. Claims 6-9, 11, 27-30, 32-35, and 37-40 rejected under 35 U.S.C. 102(e) as 
being anticipated by Shima et al (U.S. Patent No. 6,104,498). 

Regarding claims 6, 27, 32 and 37, Shima et al discloses a print control 
apparatus as a host computer, which is connected to a printing apparatus through an 
interface and which generates print data described in the page description language 
(Fig. 10, item 72 shows a job language interpretation task) to be interpreted by the 
printing apparatus (Fig. 2 and column 14, lines 58-65), comprising: 

a spooler that saves data to be printed, which is issued from an application, 
together with a designated number of copies of a document to be printed based on the 
saved data; (Fig, 7 and column 8, lines 30-33) 

a spool file manager that checks if a print instruction is a test print instruction, 
that changes the number of copies to 1 when the test print is instructed, and that 
outputs the data to be printed saved in the spooler together with the number of copies of 
documents to be printed in response to the print instruction for printing at the print 
apparatus; (Fig. 14, S95-S101 and column 14, lines 18-46; also see Fig. 12 that shows 
the print management task 74 - especially S59 and S60 - and column 13, line 66 - 
column 14, line 4) 

a generation unit that reads the saved data to be printed with the number of 
copies of documents to be outputted by said spool file manager and generates the print 
data; (Fig. 14 , item S100) and 
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a transmission unit that transmit the data generated by said generation unit to the 
printing apparatus, (Fig. 2, item 9) 

wherein when a test print is instructed, the said generation unit generates the 
print data which is described in the page description language with the number of 
copies which is has been changed into 1 for a test print when print of the document is 
instructed after the print data for the test print generated by said generating unit has 
been transmitted to the printing apparatus, said generating unit reads the data to be 
printed saved by the spooler and generates the print data which is described in the 
page description language. (Fig. 14 S100, which takes place after steps S95, S97 and 
S98 that indicate that a print job is a test print. Print information is then converted in 
S100 and printed) 

Regarding claims 7, 28, 33 and 38, Shima et al discloses wherein when the print 
instruction is not the test print instruction, said spool file manager deletes the output 
data from said spooler. (Fig. 14 S96 and column 14, lines 23-25) 

Regarding claims 8, 29, 34 and 39, Shima et al discloses wherein when the print 
instruction is the test print instruction, said generation unit generates the print data with 
a number of copies having a value obtained by subtracting the number of copies output 
in a test print process from the designated number of copies after said spool file 
manager outputs the data. (Fig. 14, S97 and column 14, lines 25-29) 
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Regarding claims 9, 30, 35 and 40, Shima et al discloses wherein the data stored 
in said spooler is intermediate data (Fig. 7) before being converted into a format to be 
output to the printing apparatus, and when the print instruction is the test print 
instruction, said spool file manager changes a setup associated with the data saved in 
said spooler after said spool file manager outputs the data, (column 14, lines 25-29). 

Regarding claim 1 1 , Shima et al discloses a print system which is constructed by 
connecting a print control apparatus of claim 6 and a printing apparatus and prints 
based on data output from output step of said print control apparatus. (Fig. 2) 

II. Claims 10, 31, 36 and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shima et al (U.S. Patent No. 6,104,498) in view of Williams et al 
(U.S. Patent No. 5,237,923). 

Regarding claims 10, 31, 36 and 41, Shima et al discloses wherein said spool file 
manager changes the number of copies associated with the data saved in said spooler 
after said spool file manager outputs the data when the print instruction is the test print 
instruction, (Fig. 14 S97 and column 14, lines 25-29) 

It does not explicitly disclose "resets the number of copies to the designated 
number of copies when the print instruction is not the test print instruction and when the 
number of copies has been changed." 
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However, the secondary reference by Williams et al teaches in column 8, lines 
61-68 and column 9 line 3, the printing of "proof copies of the original document, the 
number being determined by the operator's instructions entered via keyboard..." and 
when "...acceptable, the operator can instruct the press to print the required number of 
final copies." Also, Williams et al takes into account that "[i]f changes are required, new 
printing plates can be made..." The point here is that Williams et al's reference 
accounts for changes in "proof (test) copies and the ability to change the number of 
copies to any value based on user input. 

Shima et al and Williams et al are combinable because both are in the art of 
printing multiple copies. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to include a step of resetting the number of copies to a designated 
value when test printing is involved as taught by the Williams et al reference in light of 
the Shima et al invention 

The motivation would have been to be able to print the appropriate number of 
copies if the test print is deemed to be acceptable. 

Therefore, it would have been obvious to combine Shima et al and Williams et al 
to obtain the invention as specified. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yixing Qin whose telephone number is (571)272-7381. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Lamb can be reached on (571 )272-7406. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. a A 



